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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Arduino S.r.l,, Opposition No. 91221913
Application No. 86392678
Opposer,
Mark: ARDUINO YUN
\2
Arduino, LLC,
Applicant.

APPLICANT’S REPLY TO OPPOSER’S RESPONSE TO APPLICANT’S MOTION TO
CONSOLIDATE AND SUSPEND

Applicant, Arduino, LLC (“Applicant”), by and through its attorneys, Leason Ellis LLP,
submits this Reply to Opposer’s Response To Applicant’s Motion to Consolidate and Suspend,
in order to bring to the Board’s attention two facts that weren’t available to Opposer when it filed
its Response.

The Board today mailed its decision to consolidate and suspend Opposition no. 91221050
and Cancellation no. 92060077. The consolidated cases will be maintained as Opposition no.
91221050 as the “parent case.”

Second, Opposer, in its response, indicates in paragraph 4, referring to the parallel civil
action between the parties, that “Applicant has not completed service against Opposer under the
Hague Convention.” While, to the best of Applicant’s knowledge, Opposer has not yet been
served under the Hague Convention, nevertheless such service had been requested, and is
pending. See Exhibit A, “Applicant’s request for service abroad of judicial or extrajudicial

documents,” dated June 10, 2015.

{08126/609199-000/01330269.1}



Accordingly, based on the foregoing, Applicant respectfully reaffirms its request that the
Board consolidate Proceeding Nos. 91221050 and 91331913 and stay these proceedings pending

the final determination of the Civil Action,

Dated:  July 27,2015 Respectfully submitted,

White Plains, New York
Al o

Martin Schwimmer
Michelle Levin

LEASON ELLIS LLP

One Barker Avenue, Fifth Floor
White Plains, New York 10601

Tel.: (914) 821-8011

Fax: (914) 288-0023

Email: Schwimmer@leasonellis.com

Attorneys for Applicant

{08126/609193-000/01330269.1}



CERTIFICATE OF SERVICE
It is hereby certified that a copy of the foregoing RESPOPNSE TO OPPOSER’S REPLY TO
APPLICANT’S MOTION TO CONSOLIDATE AND SUPSEND was served upon counsel for
Arduino S.r.l. on this 26th day of July2015 by first-class mail, postage prepaid, addressed as

follows:

PAOLO A STRINO
Gibbons P.C.
One Pennsylvania Plaza 37th Floor
NEW YORK, NY 10119-3701
UNITED STATES

Mdulls

Michelle Levin

{08126/609199-000/01330269.1}



EXHIBIT A



REQUEST
FOR SERVICE ABROAD OF JUDICIAL OR

EXTRAJUDICIAL DOCUMENTS
DEMANDE AUX FINS DE SIGNIFICATION OU DE NOTIFICATION A L'ETRANGER

DUN ACTE JUDICIAIRE OU EXTRAJUDICIAIRE

Convention on the Service Abroad of Judiclal and Extrajudiclal Documents in
Civil or Commerclal Matters, signed-at The Hagus, the 15th of November 1965. ‘
Convention relative a la signification et & [a notification & 'étranger des actes judiciaires ou extrajudicialies en
matidre civile ou commerciale, signée & La Haye le 15 novembre 1965.

Identity and address of the applicant Address of recelving authority
Identité et adresse du requérant Adresse de 'autorité destinalaire
Madin Schwimmer, Esq. Utticla Unlco Utficlali Giudizlatl
Altorney at Law ’ prasso la Cone:d'Appello di Roma
Leagon Ellls LLP Via'Viale Giulio Cesare, 653
One Barker Ave, Filth Floor .| 00195 ROME
White Plains, NY 10601 ltalia
USA ' :

one; 14-821-801 Fax: +39 063283 67933
Fax: +1 914-288-0023 Email: unep.ca.roma@giustizia.i
Email; m sonallis.

The undersigned applicant has the honour to transmit ~ In duplicate ~ the documents listed
below and, In conformity with Article 5 of the above-mentiohed Corivention, requests prompt
service of one copy thereof on the addressee, l.e.:
Le requérant soussigné a Ihonneur de falre parvenir — en double exemplaire ~ & lautorild destinatalre les
documents ci-dessous énumérés, en la priant, conformément & Farticle 5 de la Convention précitée, d'en faire
remeltre sans retard un exemplaire au destinatairs, & savoir :

{identity and address)
(identité et adresse)
Ardui Al
Via Romang, 12

T
lialia
Phone: 125633702

_Email (PEC) sman@smariprojects il

® | a Inaccordance with the provisions ot sub-paragraph a) of the first paragraph of
Article § of the Conventlon®

selon tes formes I6gales (anicla 5, alinéa premier, lstire a)* i

O [ & ineccordance with the following particular method (sub-paragraph b) of the flrst
paragraph of Artlele 5)*:

selon la formie parliculidre suivante (arlicle §, alinéa premier, fatire b)* |

0 | e by dellvery to the addressee, If he accepls it voluntarily (second paragraph of

Article 5)*
le cas &chéant, par remise simple (arlicle 5, alinéa 2)*

The authority Is requested to return or to have returned to the applicant a copy of the documents .

and of the annexes* - with the attached certlficate.
Cette aulorité est pride de renvoyer ou de faire renvoyer au requérant un exemplaire de 'acle - el de ses annexes' -

avec l'altestation cl-jointe.

List of documents / Enumération des pigces

s Summons

+ First Amended Complaint (with Exhibils)

W appropriate / sy a lleu

Done al / Fait 2 While Plains, NY (USA).

Signature and/or stamp

Signalure &L/ oy cachet

S

The /e 1V E;S!‘_ 015 a\in ag';?,
torna

VALY SeHw IMME s

Permanent Bureau September 2011




CERTIFICATE

ATTESTATION

The undersigned authorlity has the honour to certity, In conformity with Article 6 of the Convention,
L'autorité soussignés a Ihonneur d'allester conformément & 'article 6 de ladita Convention,

[0 1.that the document has been served*
que la demande & &té exécutée”

[ the (date) / le (date): |

- al (place, street, number): —
A {localité, rue, numéro)

~ [n one of the followIng methods authorised by Article 5:
dans yne des formes suivantes prévues & larticle 5 ;
0O | & Inaccordence with the provisions of sub-paragraph a) of the first paragraph of
Article 5 of the Convention®
selon las formss légales (anicle 5, alinéa premler, letire a)*

0O | & Inaccordance with the following particular method*:
selon la forme particuliére suivante® :

] | ¢ by delivery to the addressee, if he accepts it voluntarily*
par remise simple*

The documents referred to in the request have been delivered to:
Les documents menilonnés dans 13 demande ont été remis &

Identity and description of person:
Identité el qualité de la personne !

Relationship to the addresses (famlly,
business or other):

Lisns de parents, de subordination ov autres, avec le
destinatalre de I'acle :

[] 2.that the document has not been served, by reason of the tollowing facts*:
que la damande n'a pas 61 exécutée, en raison des faits suivants®:

{0 in conformity with the second paragraph of Article 12 of the Conventlan, the applicant Is
requested to pay or relmburse the expenses detailed in the attached statement®.
Conformément & larticle 12, alinéa 2, de [adite Convention, le requérant est prié de payer cu de rembourser les frais
dont le détail tigure au mémolre ci-joint*.

Annexes / Annexes

Documents returned: J—
Pidces renvoydes ;

in approprlate cases, documents establishing
the service:

Le cas &chéant, les documents justificatifs de
'exéoytion

* it appropriate / sy a liev

Done at/ Faita . Signature and/or stamp
Signature et/ ou cachat

The/ls

Parmanent Bureau Seplember 2011



SUMMARY OF THE DOCUMENT TO BE SERVED

ELEMENTS ESSENTIELS DE L'ACTE

Convention on the Service Abroad of Judiclal and Extrajudictal Bocuments In
Clvil or Commercial Matters, signed at The Hague, the 15th of November 1865 (Ariicle 5, fourth
paragraph).
Convention relative & la significallon et & la nolmcauon # 'éfranger des actes judicialres ou
exlrajudiclaires en matidre civile ou commerciale, signée & La Haye lo 18 novembre 1985
(article 5, alinda 4).

Name and address of the requesting authorlty: art] immer, E
Nom et adresse de [‘autorltd requérante ; Attor L Lay
B
Fifih F
jig Pl 10801
UsA
Fax: +1 §14-288-0023

Particuiars of the partles®: Plainnit:

identité des parties® : ;\;dulng LLG

72 Qak Streel, #4
Someryliie, MA 02143

Defendants:
Ardulno S.r\. § art Pro .., Glanluca

Hunter Huntes,
Tul edaerico
* W appropriate, [dentily and address of lhe person Emerested in the transmission of the dooumeni
§'ily a o, ldentité oi adresse de la ission de Yacle
El Jumcw. DOCUMENT"'
ACTE JUDICIAIRE"
“Nature and purpose of the document; " " Arfiend Tl ‘1
Nature ef objet de l'acte ; ith the Uni ates Di
WMM@W
agalnst the named Detendants Ingludiag Ardulno 8.1.).
Nature and purpose of the proceedings and,
when appropriate, the amount in disputs:
Nature ef chjet de l'instancs, le cas échéaal, le montant
du litige : act. all grisin inited States federal I
and/or s g’ ta Furthe
laint on of ownershi
d
[ Date and Place for entefing appearance®*: “This cese s 3 Y [Gour
Dale et lieu de la comparution** : f rict of Massa
assigned Dogket Numbar 1:15-¢y-10181-DJC,_An
| filed
within 21 m the date of gervice, unie
xtensi { rants
Court which has glven judgment**: N/A
Juridiction qui & rendu la déclston** :
Date of judgment**: N/A
Date de la décision’* :
Time limits stated in the document**: NA
Indication des délals figurant dans I'acte**

** If appropriate / sy a tieu

1 EXTRAJUDICIAL DOCUMENT*
ACTE EXTRAJUDICIAIRE**

Permanent Bureau Septembar 2011



Nalture and purpose of the document:

Nature et objet de l'acle :

Time-limits stated in the document**:
Indication des délals figurant dans l'acte** :

** if appropriate / &'y a Yoy

Pg(manent Bureau September 2011



Michelle Levin

From: trackingupdates@fedex.com

Sent: Monday, June 15, 2015 11.35 AM

To: Katherine D. Lee

Subject: FedEx Shipment 773814911987 Delivered

fedex com | Shlp | Track | Manage } Leam | Offce/Prmt Serwces

Your package has been dehvered

=; Tracking # 773814911987
' Ship (PIU) date: Delivery date: o
=+ Thursday, 6/1 1/15 Monday, 6/15/15 g
4 KATHERINE LEE 12:35 PM
LEASON ELLIS LLP UFFICIOUNICO

WHITE PLAINS, NY . UFFICIALI GIUDIZIARI
10601 .“w PRESSO LA CORTE
us Delivered D'APPELLO DI ROMA
VIA VIALE GIULIO
CESARE, 59
ROME, 00195
T

- Shipment Facts

Our records indicate that the following package has
' been delivered.

Tracking number: 773814911887 : v,"

Status: Delivered:
06/15/2015 12:35 PM
Signed for By. co
stamp

Reference:
Signed for by:
Delivery location:
Delivered to:

Service type:

Packaging type:

Number of pieces:

Weight:

08126/609122-000
co stamp

ROME,

Mailroom

FedEx International
Priarity

FedEx Box
1

2.50 Ib.



Special Deliver Weekday
handling/Services:

[Pleass do not fespond to this message. This email was seat from ah unatiended malloox, THIS . B
report was generated at approximataly 10:35 AM CDT on 06/15/2015.: S o

To lears more about FedEx Express, pléése go té fedex.ggm,
Alt weights are eslimated. . s

To track the tatest stz;itus of your.shipment, click on the tracking nuinber above, or go to fedex.com.

This tracking update has been sént to you by FedE'x at your request. FedEx does not validate Ihe. .
authenticity of the requestor and does not validate, guarantee or warrant the authenticity of the

request, the requestor's message.-or the accuracy, of thig tracking update: For tracking resulis‘and” -
terms of use..go to-fedex.com. : it o L

- Thank you for your business.



